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REMARKS 

The Applicants do not believe that examination of the response contained 
herein will result in the introduction of new matter into the present application for 
invention. Therefore, the Applicant^ respectfully, requests that this resptinse be entered 
and Ihe claims to the present application, kindly, be reconsidered. 

The Final Office Action dated November 30, 2005 has been received and 
considered by the Applicant. Claims 1-20 are pending in the present application for 
invention. The Final Office Action rejects Claims 1*20. The forgoing amendment to the 
claims has added new Claim 21 that defines subject matter having the same sc4)pe as 
originally Hied Claim 1 . 

The Final Office Action objects to Claims 7, 8 and 19 due to variom 
informalities. U hc Examiner states that the recitation "to be a measured*' in Claim 7 
should be changed. Specifically, the recitation within Claim 7 is for "means for controlling 
the power of the laser diode to be a measured value of the reflection for writing both 
states". This recitation is not vague or indefinite and particularly points out the subject 
matter of the invention. Accordingly^ the Applicant declines to make the suggested change. 

The foregoing amendment to the claims is believed to have corrected the 
infurmalities for Claims 8 and 19. 

The Final Office Action rejects Claims 1-20 under the provisions of 35 U.S,C. 
§112, first paragraph for failing to comply with the enabling requirement. The Examiner's 
position is that the rejected claims define subject matter that is not described in the 
specification in a manner that enables a person skilled in the art to make or use the 
invention. The Appliciinl, respectfully, disagrees. 

The MPHF at §2164 states that the "enablement requirement refers to the 
requirement of 35 li.S.C. 1 12, first paragraph that the specification describe how to make 
and how to use the invention. The invention that one skilled in the art must be enabled to 
make and use is that defined by the olatm(s) of the particular application or patent. 

The purpose of the requirement that the specification describe the invention 
in such terms that one skilled in the art can make and use the claimed invention is to 
ensure that the invention is communicated to the interested public in S'meaningfal way. 
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The information contained in the disclosure of an application must be suiTicicnt to inform 
those skilled in the relevant art how to both make and use the claimed invention- However, 
to eumply with 33 U.S.C, 112, first paragraph, it is not necessary to "enable one of ordinary 
skill in the art to make and use a perfected, commercially viable embodiment sibsenl a 
claim limitation to thai eEFccl. " CFm. Inc, v. YielUup InVl Corp,, 349 F.3d 1 333, 1 338, 68 
USPQ2d 1940, 1944 (Fed. Cir. 2003)." 

Ihe rejeolion alleges that ihe subject matter defined by the rejected claims is 
not enabled by Ihe spccillcation to Ihc present applicaot for invention. The Applicants, 
respectfully, submit that the subject matter defined by the rejected claims is communicated 
to the interested public in a meaningful way by Ihe specification to the invention as 
originally filed for the reasons stated below. 

Regarding Claim 1, the lixaminer* position is that the terminology "o 
reflection is measured from the spot ol only one of Ihc states and a measured value of the 
reflection is used for controlling the power of the laser diode for writing of both states^ is 
not disclosed. The Applicant, respectfully, disagrees. An object of the invention is 
described beginning on page 2, line 4 of the specification as providing '*the control of the 
output power during writing*'. The specification then states on page 2, lines 6-8 thai this 
"object is achieved in that during the writing of the stales the reflection is measured of only 
one of the states and the measured value is used for controlling power of the diode even 
when the other state is being written." 

The specilication on page 2, lines 9-12 states that preferably "when a highly 
reflective crystalline) state is written, the reflected amount of light is measured by means 
of a signal peak detector and compared to a reference value. In case of deviatitms, for 
example as a resuh of soiling of the surface of the storage medium, the power of the laser 
diode is readjusted accordingly."^ This foregoing passage clearly defines subject matter 
that occurs during the writing Df a highly rellecLivc state wherein the power of the laser is 
readjusted in a read during write cycle. The specification on page 2, lines 12-14 states that 
the ""readjustment factor determined in this manner is also retained preferably when 
writing a low rellective (- amorphous) state." Note that the word "also" within the 
forgoing passages clearly shows that the readjustment factor is used writing for writing 
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both crystalline and amorphouii stules. The sentence on page 2 lines 9-19 of the 
Specification clearly states that an "individual readjustment for writing a low- reflecting 
state in not necessary as a result." 

Specifically, the specification on page 2, lines 9- J 9 describes a process that 
employs the rcflecliun from the highly reflective states for writing both highly reflective 
states and low reflective states. Still more specilically, the description on page 2 lines 9-19 
of the specification describes that deviaLions as :i result of soiling vsriU use the reflection 
from the highly reflective state for writing both crystalline and amorphous states. The 
d^cription on page 2 lines 9-19 of the specification specilically stales that channel coding 
ensures that the highly reflective states arc not too far apart and that the distances between 
the highly reflecting stales to be written are generally smaller than the assumed extent of 
the soiling. U will be clear to any person of ordinary skill within the art that the 
description on page 2 lines 9-19 of the specification is discussing thai writing for both 
crystalline and amorphous states will use reflections determined from the liighly reflective 
states for laser readjustments. It is further explained on page 2 lineis 9-19 of the 
speuifiealiou thai is It possible to use only the highly reflective states due to the assumed 
extent of the soiling being larger that the spacing of the highly reflective states "to be 
written"* Note that there is nu mention wilhin the specification that would lead or 
otherwise motivate a per5;on skilled in the art to retain a reflected value from a low- 
reflective state to be used for controlling laser power. The specilicalion clearly teaches to a 
person skilled within the art that it can be advantageous to u.se the reflection obtained from 
highly-reflective states for eonlrolting laser power for writing both crystalline and 
amorphous states, at least over soiled areu.s. 

The example of the embodiment is detailed beginning on page 2, line 24 of 
the specification and proceeding through page 3, line 6. The specification cm page 2, lines 
27-30 states that in ^'control circuit 5 is determined the respective loser power of the laser 
diode 2". The Applicant reminds ihe Examiner that the previously discuwed description at 
page 2^ lines 9-14 states that during writing of a highly-reflective state that light is 
measured and compared with a reference value* and in the case of deviations the power of 
the laser diode is readjusted accordingly. The example of the embodiment further 
describes on page 3, lines 3-5 that the gain factor is changed in accordance with reflected 
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light to provide as constant a power as possible on the storage medium when one or the 
other state is written. A person skilled in the art would conclude from the foregoing that 
reflections from highly-rcflcctivc states arc used to rcadj ast power when writing both 
states. 

Therefore, this rejection is traversed. 

Regarding Claim 2, the rejection states that is not disclosed how ^*the 
reflection is measured at spots where a piece already in a highly reflecting state is 
overwritten with a highly reflecting statc'\ The Applicant, respectfully^ directs the 
Exanjincr attention to page 3, lines 20-21 of the speciCcaiion where it is staled that 
preferably "the rctlcction is measured al spots where a piece already in a highly reflecting 
state is overwritten with a highly reflecting state". ITie description on page 3, lines 20-21 of 
the specification details a preferred measuring point tor the reflection that is described on 
lines 9-1 9 to page 2 of the specification. The example in the Figure shows an embodiment 
for detecting and measuring the reflection. Therefore, this rejection is, respectfully, 
traversed. 

Regarding Claim 4, the Examiner slates that Ihc disclosure of the invention 
docs not enable one skilled in the art to use a telerence value to measure reflections of 
writing spots for only one state during writing. The Applicant, respectfully, disagrees. 
Page 2, lines 9-1 1 clearly states "the reflected amount of light is measured by means of a 
peak detector and compared to a reference value. Any person of ordinary skill within the 
art will quickly and readily understand how to implement a signal peak detector 
measurement compared within a reference value for only one of the sates during writing, 
Therefore, this rejection is, respectfully, traversed. 

Regarding Claim 5, the Examiner stales that the disclosure of the invention 
does not enable one skilled in the art to use a reference value to measure reflections of 
writing spots for only one state during writing for adjusting. The Applicant, respectfuJIy^ 
disagrees. Page 2, lines 9-12 of the specification clearly states that the power of the laser 
diode is adjusted if a comparison of the signal peak detector to the reference value indicates 
a deviation. Therefore, this rejection is, respectfully, traversed^ 

Regarding Claim 7, the Examiner states that the disclosure of the invention 
docs not enable means for measuring a reflection froox a written spot for only one state 
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during writing. The AppHc^int, respectfully, disagrees. The specificaLion t>n page 2» lines 6- 
8 that this "object is achieved in that during the writing of the states the reUcctinn is 
measured of only one of the slates and the measured value is used for controlling power of 
the diode even when the; other stale is being written.*' 1 be specification on page 2, lines 9- 
12 states that preferably "when a highly reflective (= crystalline) state is written, the 
reflected amount of light is measured by means of a vsignal peak detector and compared to a 
reference value. The example of the embodiment is detailed beginning on page 2, line 24 of 
the specificatiun and proceeding through page 3, line 6- The specification on page 2, lines 
27-30 states lhat in "control circuit 5 is determined the respective laser power of the laser 
diode 2". The Applicant reminds the lixaminer that the previously discussed description at 
page 2, lines 9-14 states that during writing of a highly-refleclivc state that light is 
measured and compared with a reference vaJue^ and in the case of deviations the power of 
Ihc laser diode is readjusted accordingly. The example of the embodiment further 
describes on page 3, lines 3-5 lhat the gain factor is changed in accordance with reflected 
light to provide as constant a power us possible on the storage medium when one or the 
Other state is written. A person skilled in the art would conclude from the foregoing that 
reflections from highly-reflective states are used to readjust power when writing both 
states. Therefore, this rejection is. respectfully^ traversed. 

Regarding Claim 7, Ihc rejection states that it is not clear how the elements 
of the Figure are interrelated or conllgured to achieve power control. The Applicant, 
respectfully asserts that jierson of ordinary skill within the art can look at the Figure and 
by viewing the description on page 2-3 of the specitication as discussed hereinbefore in the 
response to the rejection of Claim 1 > would readily understand how to enable the subject 
matter for laser power control using reflections from highly-reflective slates lo readjust 
power when writing both states. A person of ordinary skill within the art would find it 
trivial to implement the subject matter to which the Examiner refers. 

Regarding Claim 8, the rejection states that it is not clear how the peak 
detector is configured to measure spots already in a highly reflective stale that arc being 
overwrillen with a highly reflective state. The Applicant, respectfully, submits that a 
person of ordinary skill within the art would be capable of implementing the subject matter 
to which the Examiner refers. A person of ordinary skill wilhin the art would realize that 
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the disclosed photodiode thai detects a reflected signal can be used to detect highly 
reflective areas and thai ihc recording system is well aware of writing highly reflective 
states. Therefore, implementation of the invention as claimed is clearly realizable Ibr a 
person skilled in the art. 

The Final Office Action states that Claims 10 and 11 have similar limitation 
to Claim 4 and 5. The Applicants assumes thai these Claims are rejected for the same 
reasons as Claim 4 and 5, Therefore, the presumed rejections to Cl«dms 10 and 1 1 are 
traversed for the same reasons as Claim 4 and 5. 

The Fimil Office Action states that Claims 2-5 and 8-20 are dependent upon 
rejected base claims. The Applicant, respectfully, point out that this statement is not dear. 
The Applicant request that the Examiner indicate if this is an additional rejection. Claims 
2, 4-8 and 10-11 have already been addressed under this rejection. Therefore, this 
statement is unclear. 

The Applicant points out, that Claim 3 is listed under this rejection; however, 
there is nothing vrithin the I'inal OfGce Action that relates to Claim 3. Therefore, it is 
assumed that there is no rejection ofClaini 3 under the provisions of 35 U.S.C. §1 12, first 
paragraph for failing to comply with the enabling requirement* 

1 he Final OfBec Action rejects Claims 1-6 and 17-20 under the provisions uf 
35 U.S.C. §112, second paragraph as being incomplete and lacking essential elements. The 
Examincr*s position is that the rejected claims omit elements for providing the clainxed 
resuUs. The Examiner lists recording two different slates, adjusting a power level, 
measuring from the spot of only one of these states, and controlling the power for writing 
both states. The Applicant, respectfully points out that the rejected claims define subject 
matter for an electronic optical recording device for optical recording on rewritable media, 
with which two different states can be recti rded by adjusting a power level of a laser diode 
depending on information content to be generated on the media. The rejected claims are 
characterized in that during writing of the states a beam from the laser diode is focused 
upon a spot that is written for one of the states, a reflection is measured from the spot ol 
only one of the states and a measured value of the reflection is used for controlling the 
power of tlic laser diode for writing of both slates. I'hcrcfore, the subject matter to which 
the Examiner refers is found within the rejected claims. Accordingly, this rejection is 
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traversed. 

The Final Offico Action rejecls Claims 1, 2, 6-8 and 12 under the provisions 
of 35 U.S.C. §1 02(b) as being anlicipated by LLS. Patent No. 5.712,839 issued to Aoki 
(hereinafter referred to us Aoki). The Exomincr^s position is that Aoki d iscloses the 
subject matter defined by Claims 1, 2, 6-8 and 12. The Applicant, respectfully^ points out 
that Aoki specifically discloses that the reflection from recording on a phase change type 
medium is hardly detected and, therefore, teaches to control reflection from the medium 
using a bias (erase) level (sec col. 6, lines 17-24), rather than a recording level as deiined by 
the rejected claims. The Apptieanl submiLs thai even iJ'lhe Rxaminer was to interpret that 
the erase power level (the bias level) of Aoki is used in recording for data, the bias level is 
clearly a le.ss reflecting level as taught by Aoki (sec reflection signal shown in Figure 3 of 
Aoki v^/herein the reflection signal is least during bias power levels). Moreover, rejected 
Claims 1, 2, 6-8 and 12 define subject matter for a measured value of the reflection thai is 
used for controlling the power of the laser diode for writing oCbolh states. Aoki leaches to 
use the DC IcvcJ of the bias radiation tor controlling the light source. There is no disclosure 
or suggestion for within Aoki for using a measured value of the reflection for controlling 
the power of the laser diode for writing of both states. 

Regarding Claim 1, the Applicant would like to, respectfully, point out that 
/^S^j teaches monitoring reflected light during a bias level which is the erase power (see col. 
4, line 62-col. 5, line 1). It should be noted that the era*se power di.sclosed by Attki is 
cunlrolled lo be in u range oTS*? milliwatts and that the recording power disclosed by Aoki 
is controlled to be in a range of 10-15 milliwatts. Aoki provides no teaching related to 
monitoring reflected light during writing periods. The rejected claims define subject 
matter for during writing of the states a beam from the laser diode is focused upon a spot 
that is writlen Tor <me ofthe states, a reflection is measured from the spot oFonly one of the 
slates and a measured value of the reflection is used for controlling the power of the laser 
diode for writing of both states. Aoki docs not docs monitoring reflected beams during 
recording of one of the states but instead discloses monitoring during periods of the erase 
power being implemented for the \uxt diode. The erase power disclosed by Aoki is in a 
range of 5-7 milliwatts and that the recording power disclosed by Aoki is in a range of 10- 
15 milliwatts. Accordingly, the monitoring taught by Aoki can not occur during the 
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writing of one of the states for the simple reason that recording as taught by Aoki requires 
power in a range of 10-15 railliwalts, Moniloring by Aoki occurs while the laser diode is in 
a range of 5-7 milliwaLls used thr erasing which is not suflBcient power for writing states 
which is disclosed by Aoki as being within a range of 10-15 milliwatts. Accordingly, Aoki 
does not disclose all the elements of the rejected claims and in fact teaches away from the 
invention as defined by the rejected claims. Therefore, this rejection is traversed. 

Rejected Claim 2, defines subject matter for the reflection being measured at 
spots where a piece already in a highly reflecling stale is overwritten wilh a highly 
reflecting state. As previously discussed in the response to the rejection to Claim K Aoki 
teaches the use of a mekL:>uring tellectivity boxed on a bios determined at an era:se power* 
The erase power taught by Aoki is not sutticient for writing (recording). Therefore, the 
subject matter defined by Claim 2 is not disclosed or suggested by Aoki . It is not possible 
for the mouitoring during periods of erasure as taught by Aoki to be used lu measure- 
reflections for only one at spots where a piece already in a highly relleciing state is 
overwritten with a highly reflecting state. Simply put, as stated by the Fxaminer, there is 
no monitoring within Aoki during recording. Therefore, this rejection is traversed. 

Claim 6 defines subject matter for the reflection of a highly reflective state to 
be used to control power when both the highly reflective state and the Ic-ss reflective state 
are written. The Applicant submits that even if the Examiner was to interpret that the 
erase power level (the bias level) ul' Aoki is used in recording for data, the bias level is 
clearly a less reflecting level as taught by Aoki (sec reflection signal shown in Figure 3 of 
Aoki wherein the reflection signal is least during bias power levels). Claim 6 includes the 
subject matter of Claim I for an electronic optical recording device for opti<^ recording on 
rewritable mcdla» wilh wlucb two dilTerenl states can be recorded by adjusting a power 
level of a laser diode and that during writing of the states a beam from the laser diode is 
Ibciised up<m u spot that is written for one of the states, a reflection is measured from the 
spot of only one of the states and a measured value of the reflection is used for controlling 
the power of the laser diode for writing of both states. ITiis subject matter is not disclosed^ 
or suggested, by Aoki , As previously stated, Aoki monitors relleclions uccurring during an 
erase slate which is specifically distinguished within Aoki from a recording state. The 
Examiner attempts to insert definition that the erase state in the same as the highly 
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reflective state. However, Aoki clearly states that the bias dctcrmiTied during periods of 
the erase power is used to determine the moaitoring of relleclions. Aoki further stalest lhat 
the erase power is less than the recording power for either of the ??tates. i he monitoring of 
a reflection during as erase state is not equivalent to monitoring during recording. The 
Applicant submits Lhui even if the Examiner was to interpret that the erase power level (the 
hids level) of Aoki is used in recording for data, the bias level is clearly a less reflecting level 
as taught by Aoki (sec rcflccLiim signal shown in Figure 3 of Aoki wherein the reflection 
signal is least during bias power levels). Therefore, this rejection is traversed. 

Claim 7 defines subject matter for an electronic optical recording device for 
optical recording on rewritable media that records by adjusting a power level of a laser 
diode to one of two different states depending on information content to be recorded on the 
media, comprising meatis for measuring a reflection from a written spot of only one of the 
states during writing and means for controlling the power of the laser diode to be q 
measured value of the reflection for writing both states. As previously discussed, only the 
lighl reflected during bios levels for erasure are measured by Aoki . There is no measuring 
a rcllc:cLion from a written spot for only one of the states during writing or means for 
controlling the power of the laser diode to be a measured value of the reflection for writing 
both states. Therefore, this rejection is traversed. 

Claims 8 and 12 are traversed for reasons previously di.scus.sed with respect 
to Claim 2 and 6 above. 

The Final Office Action rejects Claims 3-5, 9-1 1 and 13-20 under the 
provisions of 35 U.S-C. §l03(a) as being obvious over Aoki in view of U.S. Patent No. 
5,184,343 issued in the name of Johann et al. (hereinafter .Tohann et al.") The Examiner 
admits that Aoki docs not disclose measuring a reflected signal using a peak detecit)r as 
defined by the rejected claims. The previous Ofificc Action took Official Notice of u.sing a 
signal peal detector to measure reflected lighl atid that measuring reflected light u<?ing 
cither a signal peak detector or a DC level arc obvious variants of each other. The 
Applicant traversed the taking of Official Notice and requested u prior art reference to 
substantiate the allegations made in the taking of Ottictal Notice, The Examiner has now 
converted this rejection into an obviousness rejection combining Aoki with Jo hann ei al. 
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The Applicant asserts that the combination of Aoki with Johann et_aL is an 
improper combination. As previously discxissed, Aoki teaches to use the DC level of the 
bias radiation for controlling the light source. Johann ct al. teach use of a peak detector. 

The MPHP at §2143.01 stales that if the "proposed modifieation would 
tender the prior art invention being modi lied unsutisiadory for its intended purpose, then 
there is no suggCvStion or motivation to make the proposed modification. In rc Gordon, 733 
F.2d 900, 221 TTSPQ 1 125 (Fed, Cir. 1984)." The combination made in the rejection 
attempts to insert a peak detector of Johann ct al. in place using the DC level of the bias 
radiation as tai^ht by Aoki. The Applicant asserts that this modification would render 
Aoki unsatisfactory for its intended purpose. This combination assumes mere conjecture 
on the pari of those persons skilled within the arl that Ihe combination made by the 
rejection would be operational. There is no reasonable expectation of success within the 
references, as required for a prima facie case of obviousness, for this combination. 

The MPEP at §2143.01 further states that if **the proposed modification or 
combination of the prior art would change the principle of operation of the prior art 
invention being modified^ then the teachings of the references arc not suflficicnt to render 
the claims prima facie obvious. In re J?c////, 270 F.2d 810, 123 USPQ 349 (CCPA J 959)." 
Replacing the DC level of Ihe bias radiation as taught by Aoki with the peak detector of 
Johatm et al.. would clearly change ihe principle ol* operation of Aoki ito modilied. 
Therefore, there is no question that there is no suggestion to make the combination made in 
the rejection. 

In view of the foregoing, this rejection is traversed. 

The foregoing amendment adds new Claim 21 that has the same scope as 
originally filed claims 1. New Claim 21 delines an electronic optieal recording device for 
optical recording on rewritable medio^ including: a laser diode having a power level that is 
adjusted to record two different states depending on information content to be generated 
on the media; a beam from the laser diode that is focused upon a spot that is written for 
one of the states; a reflection from the beam that is measured for only one of the states; and 
a measured value of the reflection that is used controlling the power of the laser diode for 
writing of both slates. This subject muLler is not disclosed or suggested by the cited prior 
art references. Theretbre, Claim 21 is believed to be allowable. 

Scriul No. 09^87,095 14 



PA(216/17*RCVDAT2O4/20068:42:48PM[EastemStand^ » DURATION (fnm-ss):05^ 



FEB-24-E006 ^:47P ^ROM: James D. Leimbach, R 5853819983 



10:15712738300 



P: 17^17 



Applicant is not aware of any additional patents, publications, or other 



information not previously submitted to the Patent and TradeniaTk OtTice which would be 
required under 37 C.F.R. 1.99. 



In view of the foregoing amendment and remarks, the Applicant believes that 



the present application is in eonditinn for allowance, with such allowance being, 
respectfully, requested. 



Please address all correspondence 
for this case to: 

Michael E. Uelk 

Senior Totelleciii«l Property Ccuns^l 
Philips Itttellectual Property & SUindartls 
Philips FJocininicHKA. Corp. 
P.O. Box SOOl 

Bfiarcliir Manor, NY 10510-8001 USA 
914-35.1-9643 
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